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1. □ Certified copies of the priority documents have been received. 
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3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 
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THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. 

5. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

6. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 
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Paper No./Mail Date . 
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DETAILED ACTION 

1. This Office Action is in response to amendments and remarks/arguments filed 
9/20/2004. Claims 58-62, 66, 67 and 71-73 have been cancelled. Applicants have 
amended claims 63-65, 68-69 and 74. Claims 78-84 have added. Thus, claims 63-65, 
68-70 and 74-84 are pending. 

2. Applicants request to amend the list of inventors under 37 C.F.R 1 .48(b) is 
acknowledged and entered. 

3. The Office acknowledges the change of the title. 

4. The Office acknowledges PTO-1449 submitted on 9/20/2004, which has been 
considered 

5. The Office also acknowledges the drawings submitted on 10/24/2001 . 

EXAMINER'S AMENDMENT 

6. An examiner's amendment to the record appears below. Should the changes and/or 
additions be unacceptable to applicant, an amendment may be filed as provided by 37 
CFR 1.312. To ensure consideration of such an amendment, it MUST be submitted no 
later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview 
with Anna L. Barry on 1/27/05. 
In the Claims 

Please cancel claims 64, 65 and 78-84. Also please amend claim 76. ^ 
7 7©T (amended) An_ [A] isolated host cell comprising the vector of claim id. 
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REASONS FOR ALLOWANCE 

7. Applicant has not complied with one or more conditions for receiving the benefit of an 
earlier filing date under 35 U.S.C. 119. Applicants have argued that they are entitled to 
the benefit of the filing date of April 29, 1998 based on the disclosure that the claimed 
protein is a novel synaptogyrin protein which is a synaptic vesicle protein that is 
ubiquitously expressed in the nervous system in U. S. Provisional Application No. 
60/083, 392 (see page 14). Although, the provisional application identified the instant 
invention to be a "novel synaptogyrin protein" based on homology, it did not disclose a 
patentable utility and is not enabling under 35 USC 1 12, as required under 1 19(e). 
Applicants have also argued that they are entitled to the benefit of the filing date of 
March 8, 1999 based on the disclosure amplification data in PCT/US99/05028 (see 
page 14). Although, the previous PCT application discloses the same polynucleotide 
and polypeptide sequences (SEQ ID NO: 161 and 162) as the instant specification, the 
disclosure do not impart utility to the claims and is not enabling for the instant invention 
under 35 USC 1 12, as required under 1 19(e). Therefore, the filing date of 24 October 
2001 is considered as the priority date. 

However, Applicants arguments are persuasive with respect to rejection under 
35 U.S.C. 102 of claim 63, 68-70 and 74-77 as being anticipated by Kedra et al., 
Accession No. AJ002308, published 3/3/1998 because of In re Moore and In re 
Stempel. The declaration filed 9/20/2004 under 37 C.F.R. 131 by the instant inventor is 
able over come the art by showing that "as much of the claimed invention as is taught in 
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the reference has been reduced to practice by the Applicants prior to the date of the 
reference. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 
8. Claims 63, 68-70 and 74-77 are numbered 1-8 and allowed. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Jegatheesan Seharaseyon whose telephone number is 
571-272-0892. The examiner can normally be reached on M-F: 8:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brenda Brumback can be reached on 571-272-0961. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



